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REMARKS/ARGUMENTS 

This amendment is responsive to tiie Office Action mailed June 20, 2008. 

An interview was held with Supervisor Myrhe and Examiner Lastra on 
September 3, 2008. The undersigned made a number of arguments during the 
interview, and thanks the Supervisor and Examiner for granting the Interview and 
appreciates their careful consideration of the arguments made during the interview. 

Prior to this amendment, claims 1 through 40 were pending. In this 
Amendment, claims 1,2-6, 11, 13-17, 19, 24, 26, 27-31, 33, 38, and 40 have been 
amended. Claims 12, 14, 25, 27, and 39 have been canceled. New claims 41-42 have 
been added. Support for the amendments and new claims 41-43 can be found in FIG. 
5, paragraphs [001 1] - [0015] [0044], [0045], and [0049] of the specification. No new 
matter has been added. Reconsideration of the rejected claims Is respectfully 
requested. 

Claims 4 has been amended to incorporate prior independent claim 1 . It 
is believed that the amendment to claim 4 does not raise new issues, because 
independent claim 4 is substantially the same as prior dependent claim 4. 

I. 35 use 101 and 35 USC 112, 2nd paragraph 

The Examiner has rejected claims 1-27 for not reciting an apparatus, and 
claims 28-40 for not being tied to a statutory class. 

The Applicants respectfully disagree with the rejection. However to 
expedite the prosecution, independent claims 1 and 15 have been amended to recite "a 
computer comprising". Claim 28 has been amended to Involve steps performed with a 
computer. 

II. 35 USC 112, 2nd paragraph 

The Examiner has rejected claims 1-40 for not being indefinite for not 
reciting structure. 
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The Applicants respectfully disagree with the rejection. However to 
expedite the prosecution, independent claims 1 and 15 have been amended to recite "a 
computer comprising". Claim 28 has been amended to involve steps performed with a 
computer. 

III. 35 use 102 

In the Office Action, claims 1-6, 8-19, 21-33, and 35-40 are rejected as 
being anticipated under 35 U.S.C. § 102(b) in view of Fredregill et al. (U.S. Patent No. 
5,923,016) ("Fredregill"). This rejection is respectfully traversed. 

A. The cited art does not describe a two step determination 

Fredregill does not anticipate the independent claims or the dependents 
thereon. As recited in the MPEP, "A claim is anticipated only if each and every element 
as set forth in the claim is found, either expressly or inherently described, in a single 
prior art reference." Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631 , 2 
USPQ2d 1051, 1053 (Fed. Cir. 1987). MPEP 2131. For example, amended 
independent claim 1 recites: 

determining whether the total value of the previously 
completed transaction had accumulated rewards, 

determining a new total transaction value to account 
for the total value being returned, and 

determining if the new total transaction value 
accumulates rewards. 

Independent claims 15 and 28 recite similar limitations. Thus, for a reversed 
transaction, the system of claim 1 is configured to determine whether there can be 
accumulated rewards both for "the previously completed transaction" and for "the new 
total transaction value" that accounts "for the total value being returned." In contrast, 
Fredregill merely discloses a "point refund function [that] provides the retailer with a 
mechanism to recover points issued on merchandise returns." See column 8, lines 5-7. 
Furthermore, Fredregill does not render the claims obvious, as nothing in Fredregill 
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even remotely discloses the multi-step process as claimed. Thus, the independent 
claims, and the dependents thereon, are allowable, and Applicants respectfully request 
that the rejections with respect to these claims be withdrawn. 

6. determine eligibility 

Fredregrill does not anticipate claim 4, as Fredregrill Is silent as to any 
determination of "whether the previously completed transaction that is to be reversed Is 
eligible for reversal." Fredregrill discloses a "point balance adjustments function" and a 
"point refund function" in column 8, lines 1-7. However, there Is no mention of 
determining eligibility for those functions. As such, Fredregrill does not anticipate or 
render obvious independent claim 4. 

IV. 35 use 103 

In the Office Action, claims 7, 20, and 34 are rejected as being 
unpatentable under 35 U.S.C. § 103(a) in view of Fredregill. This rejection is 
respectfully traversed. 

In the rejection of dependent claims 7, 20 and 34, the Examiner takes 
official notice. Applicants respectfully traverse the rejection. The Examiner asserts that 
"it is old and well known in the promotion of the art that retailers put expiration dates for 
returns." However, the usage of expiration limits in the current invention is a novel 
limitation, and it would not have been obvious to include "one or more rules governing 
the loyalty program" to include" an expiration limit on when the previously completed 
transaction can be reversed" with Fredregill. 

Pursuant to MPEP 2144.03, Applicants challenge the Examiner's taking of 
Official Notice in each and every instance that this is done In this Office Action and In 
future Office Actions. "[Tjhe examiner must provide documentary evidence in the next 
Office action if the rejection is to be maintained." See MPEP 2144.03(C). Applicants 
request that the Examiner find a prior art reference to support an allegation that a 
feature that is present in the claims is "well known." If such feature is in fact "well 
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known" in the art, then it should not be too burdensome for the Examiner to find and cite 
such references. Even if the Examiner can find a reference teaching an "expiration limit 
for returning merchandise," the reference may not be combinable with the other cited 
references or may teach away from the combination. Thus, Applicants cannot 
determine if the Examiner has satisfied his burden of establishing obviousness, unless 
prior art is cited to meet the claim limitations. 



CONCLUSION 

In view of the foregoing. Applicants believe all claims now pending in this 



Application are in condition for allowance. The issuance of a formal Notice of Allowance 
at an early date is respectfully requested. 

If the Examiner believes a telephone conference would expedite 
prosecution of this application, please telephone the undersigned at 41 5-576-0200. 



TOWNSEND and TOWNSEND and CREW LLP 
Two Embarcadero Center, Eighth Floor 
San Francisco, California 94111-3834 
Tel: 415-576-0200 
Fax:415-576-0300 

61465590 v5 



Respectfully submitted, 




Adam J. Pyonin 
Reg. No. 57,301 
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